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At page 12, line 15, delete “Weising et al, supra” and insert -- Table 2 -- therefor. 

At page 33, line 3, delete "Table 1" and insert --Table 3--. 

At page 33, line 15, delete "Table 1" and insert Table 3. 

At page 33, line 16, delete "TABLE 1" and insert --TABLE 3~--. 

At page 39, line 5, delete “Table 2" and insert ~~Lable 4-~. 

At page 39, line 13, delete "TABLE 2" and insert -- TABLE 4 -- therefor. 

t 

In the Claims 

Please cancel claims 19-22, without prejudice. 

Please add the following new claims: 

23. A process for producing a fertile transgenic Zea mays plant comprising the 
steps of (i) bombarding intact regenerable Zea mays cells with DNA- 
coated microprojectiles; (ii) identifying or selecting a population of 
transformed cells; and (iii) regenerating a fertile transgenic plant 
therefrom, wherein said DNA is expressed so as to impart glyphosate 
resistance to said transgenic plant and is transmitted through a normal 


sexual cycle of said transgenic plant to progeny plants. 


24. The process of claim 23 wherein the fertile transgenic Zea mays plant is 


regenerated from transformed embryogenic tissue. 


25. The process of claim 23 wherein the cells are derived from immature 


embryos. 
26. The process of claim 23 wherein said DNA encodes an EPSP synthase. 
27. The process of claim 23 wherein said DNA further comprises a selectable 


marker gene or a reporter gene. 
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28. The process of claim 23 further comprising obtaining transgenic 
glyphosate resistant progeny plants of subsequent generations from said 


fertile transgenic plant. 


29. The process of claim 28 further comprising obtaining seed from one of 


said progeny plants. 


30. A process for producing animal feed comprising: 

(a) providing a fertile transgenic Zea mays plant comprising 
heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zea mays plant: 

(b) cultivating said transgenic Zea mays plant; 

(c) obtaining seed from said cultivated Zea mays plant, and 


(d) preparing animal feed from said seed. 
31. The process of claim 30 wherein the DNA encodes an EPSP synthase. 


32. A process for producing human food comprising: 

(a) providing a fertile transgenic Zea mays plant comprising 
heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zea mays plant; 

(b) cultivating said transgenic Zea mays plant; 

(c) obtaining seed from said cultivated Zea mays plant; and 


(d) preparing human food from said seed. 
33. The process of claim 32 wherein the DNA encodes an EPSP synthase. 


34. A process for producing oil comprising: 


(a) providing a fertile transgenic Zea mays plant comprising 
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heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zea mays plant, 
(b) cultivating said transgenic Zea mays plant; 
(c) obtaining seed from said cultivated Zea mays plant; and 
(d) _ preparing oil from said seed. 


—_ 


35. The process of claim 34 wherein the DNA encodes an EPSP synthase. 


36. A process for producing starch comprising: 

(a) providing a fertile transgenic Zea mays plant comprising 
heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zea mays plant; 

(b) cultivating said transgenic Zea mays plant; 

(c) obtaining seed from said cultivated Zea mays plant; and 


(d) preparing starch from said seed. 
37. The process of claim 36 wherein the DNA encodes an EPSP synthase. 


38. A process for producing seed comprising: 

(a) providing a fertile transgenic Zea mays plant comprising 
heterologous heritable DNA that is expressed so as to impart 
glyphosate resistance to said transgenic Zea mays plant, 

(b) cultivating said transgenic Zea mays plant; 


(c) obtaining seed from said cultivated Zea mays plant. 
39. The process of claim 38 wherein the DNA encodes an EPSP synthase. 


In the Abstract of the Disclosure 


Please delete the abstract present on page 43 of the specification and insert -- A 
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process of preparing fertile Zea mays plants is provided wherein said plants are resistant to the 
herbicide glyphosate, as well as processes for preparing seed, human food or animal feed 


therefrom. -- therefor. 


Remarks, 

Claims 19-22 having been canceled, and claims 23-39 having been added, the 
pending claims are 23-39. | 

The amendments to the specification at page 11, to add Table 1 and Table 2, are 
supported by the incorporation by reference into the application of K. Weising et al., Annu. Rev. 
Gent., 22, 421 (1988), at page 10, lines 30-31 of the specification. Table | appears in Weising as 
"Table 3" while Table 2 appears in Weising as “Table 1.” The undersigned attorney for 
Applicants certifies that Table 1 and Table 2 are identical to Table 3 and Table | of the Weising 
et al. reference, respectively, with the exception that the citations to the literature given in the 
reference have been reproduced in full in amended Table 2. 

The amendments to the specification at pages 12, 33 and 39 are to correct 
typographical errors resulting from the incorporation of Table 1 and Table 2 into the 
specification. 

New claim 23 is supported by the specification at page 6, lines 3-6 and lines 12- 
14, and page 11, lines 12-16. 

New claim 24 is supported by the specification at page 8, lines 13-23 and 
Example I. 

New claim 25 is supported by the specification at page 8, lines 15-19, page 9, 
lines 7-11, and Exampie I. 

New claims 26, 31, 33, 35, 37 and 39 are supported by the specification at page 
11, lines 12-16. 

New claim 27 is supported by the specification at page 1 1, lines 21-26. 

New claim 28 is supported by the specification at page 7, lines 10-14 and page 11, 
lines 12-16. 

New claim 29 is supported by the specification at page 6, lines 12-14 and 
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New claims 30 and 32 are supported by the specification at page 6, lines 3-6, page 
11, lines 12-16 and page 20, line 27-34. 

New claims 34 and 36 are supported by the specification at page 6, lines 3-6, page 
11, lines 12-16 and page 21, lines 3-7. 

New claim 38 is supported by the specification at page 6, lines 3-6, page I], lines 
12-16 and page 21, lines 7-8 . 

When the Examiner takes the present application up for the first Office Action, 


consideration of this amendment is respectfully requested. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.C). Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date £0 dare L791) By CO-~ OG, 


WDW:DLP Warren D. Woessner 
Reg. No. 30,440 


| hereby certify that this cormespandence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
_Assistant Commissioner of Patents, Washington, D.C. 20231 on June AQ _, 1997. 





| tyonces Ssien | AVALCYA Gyan en 


Name Signature 
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INFORMATION DISCLOSURE STATEMENT 





Assistant Commissioner for Patents 
Washington, D.C. 20231 


Sir: 


in compliance with the duty imposed by 37 C.F.R. § 1.56, and in accordance with 
37 C.F.R. §§ 1.97 et. seq., the enclosed materials are brought to the attention of the Examiner for 
consideration in connection with the above-identified patent application. Applicants respectfully 
request that this Information Disclosure Statement be entered and the documents listed on the 
attached Form 1449 be considered by the Examiner and made of record. Pursuant to the 
provisions of MPEP 609, Applicants further request that a copy of the 1449 forms, initialled by 
the Examiner to indicate that all listed citations have been considered, be returned with the next 
official communication. 

Applicants respectfully request consideration of these documents during 
prosecution of the above-identified application. In addition, the Examiner is respectfully 
requested to consider for this application all documents submitted to the U.S. Patent Office in 
connection with Applicants’ prior U.S. applications. The above-identified application Is a 
divisional of U.S. application, Serial No. 08/677,695, filed July 10, 1996, pending, which is a 
continuation of U.S. application, Serial No. 07/974,379, filed November 10, 1992 (U.S. Patent 
No. 5,538,877) which is a continuation of U.S. application, Serial No. 07/467,983, filed January 
22, 1990, abandoned. In accordance with 37 C.F.R. § 1.98(d), copies of the listed documents are 
not provided herewith as these references were previously cited by or submitted to the U.S. 
Patent Office in connection with the above-identified prior U.S. applications, which are relied 
upon for an earlier filing date under 35 U.S.C. § 120. 

However, the following documents have not been cited during prosecution of the 
prior application; therefore, a copy of each of these documents is submitted herewith for the 


Examiner’s consideration: 
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5,623,067 Vanderkerckhove et al. 04/22/1997 
5,641,876 McElroy et al. 06/24/1997 


FOREIGN PATENT DOCUMENTS 


CA "= A 
11/17/1988 





Germany 





OTHER DOCUMENTS 


Green, C., et al., “Somatic Cell Genetic Systems in Corn,” In: Advances in Gene Techynology: 
Molecular Genetics of Plants and Animals, Academic Press, Inc., New york, pp. 147-157 (1983) 





Messing, J., “Corn Storage Protein: A Molecular Genetic Model,” Division of Energy 
BioSciences -- Summaries of FY 1990 Activities, p. 70, Abstract No. 135 (1990) 


Please charge any additional fees or credit any overpayment to Account No. 19-0743. 
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The Examiner is invited to contact Applicants' Representatives at the below-listed 


telephone number if there are any questions regarding this communication. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date Bf eer 6997 By Crt) Ze 
WDW?jst Warren D. Woessner 
Reg. No. 30,440 


[ hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C, 20231 on October 4i, 1997, 





- 


oy eamein (n> 


Name Signature 
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